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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
not correct. A new grounds of rejection has been set forth as a result of applicants' 
7/13/06 amendment after final rejection (which was entered). The examiner had taken 
official notice that this amount of calcium silicate (greater than 50 wt% and ratio of 
tricalcium silicate and tricalcium aluminate in a ratio of from about 5:1 to 10:1 was 
conventional in the art. The examiner stated the following on page 3, second paragraph 
of his 4/20/06 final rejection: 
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Also, these specific properties of 50% or more tricalcium silicate and a 
cement clinker containing tricalcium silicate/tricalcium aluminate ratio of about 5:1 to 
10:1 is in the range conventionally found in Portland cement clinker. 

This new grounds of rejection was necessary because applicants did not traverse 
the examiner's official notice that this amount of tricalcium silicate of greater than 50 
wt% and this ratio of about 5:1 to 10:1 C3S/C3A is that conventionally found in Portland 
cement clinker. Merely stating as appellant does on page 3 of his appeal brief that the 
examiner alleges without support (ie its official notice, he does not need it unless 
appellant requests support or evidence) and stating the primary reference Chinese 
patents do not teach this conventional range is non-responsive to the examiner's official 
notice. Note that MPEP 2144.03 states applicants must traverse (ie take a position 
whether yes or no that appellant agrees or disagrees with examiner's assertion that this 
amount of tricalcium silicate and ratio of C3S/C3A is that conventionally found in 
Portland cement clinker. Appellant did not do so and under MPEP 2144.03 C) this was 
considered an inadequate response and thus necessitated the new grounds of rejection 
below showing this amount and this ratio for Portland cement clinker is conventional in 
the art. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(8) Evidence Relied Upon 



CN 



11 58903 A 



9-1997 



CN 



861022 A 



3-1988 



4,135,941 



Skalny 



1-79 



Concrete Manual , A Water Resources Technical Publication, A Manual for the 
Control of Concrete Construction, 8th Edition Revised (1981) US Dept. Of The Interior- 
Water and Power Resources Service 

Concrete Making Materials , Popovics 1979 



(9) Grounds of Rejection 

The following NEW ground(s) of rejection are applicable to the appealed claims: 



Claims 1-4 and 7-32 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over CN 1158903 and CN 86106022 
alone or in view of Skalny et al. (US Patent No. 4,135,941), Concrete Manual, or 
Popovics (Concrete Making Materials). 
35 USC 102/103 : 

CN 1158903 A teach the appellant's claimed pellet and process of making this 
pellet. CN '903 teaches a cold cured pellet comprising iron concentrate (iron "ore" which 
is iron oxide in amounts of 64-77 wt%), non-coking coal in amounts of 13-24 wt%, and 
cement clinker in amounts o f 10-18 wt%. Overlapping ranges of amounts would have 
been prima facie obvious to one of ordinary skill in the art. 



NEW GROUND(S) OF REJECTION 



Application/Control Number: 10/667,883 
Art Unit: 1755 



Page 5 



CN 86106022 A also teaches a pellet and process that would appear to meet the 
limitations of the applicants' claimed invention (see claims). 

For the primary references above, overlapping ranges of amounts would have 
been prima facie obvious to one of ordinary skill in the art. 

The appellant amended his claims after final on 7/13/07 (entered by examiner) 

and inserted the following into claim 1: 

the cement clinker contains about 50% by weight or more of tricalcium silicate, 
the cement clinker contains tricalcium silicate and tricalcium aluminate in a ratio of from 
about 5:1 to 10:1. 

However, this amount of tricalcium silicate and ratio of tricalcium silicate (C 3 S) to 
tricalcium aluminate (C3A) is conventional or typical for Portland cement clinkers. 
Skalny et al. '941 teach an amount of tricalcium silicate (C3A) greater than 50% by 
weight with an amount of 65.2% (Raw Feed A corresponding C3A amount of 6.7 wt%) 
and 70.0% by weight tricalcium silicate (C3A) (Raw Feed C corresponding C3A amount 
of 10.7 wt%). Both these ratios of of tricalcium silicate (C3S) to tricalcium aluminate 
(C3A) are within appellant's ratio of about 5:1 to 10:1. 

Concrete Manual (a basic concrete textbook) teaches for Type III Portland 
cements on page 47 (Table 5-Composition of Portland cements) that it contains a 
tricalcium silicate (C 3 S) amount of 56 wt% (thus meeting applellant's claim 1 limitation of 
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greater than 50 wt% tricalcium silicate) and an amount of tricalcium aluminate (C3A) of 
12 wt%. 

Popovics (Concrete Making Materials-another concrete textbook) teaches like 
Concrete Manual that Type III Portland cement useful for high early strength cement 
(see Table 2.3 on page 14) contains the same amount of tricalcium silicate of 56% and 
tricalcium aluminate of 12% and thus meets the limitations for amount of tricalcium 
aluminate and the appellant's C3S/C3A ratio of about 5:1 to 10:1. 

(10) Response to Argument 

The examiner maintains that CN 1158903's teaches the appellant's limitations. 
CN '903 teaches the cement clinker particle size or granularity of 12 microns (0.012 
mm) or below (thus including 0.08 mm) accounting for 90% or more of the total volume 
of the cement clinker particles. The appellant also alleges a criticality or unexpected 
result withn respect to their particle size noting that variations in particle size would 
affect the physical properties of cement. Yet, appellant's assertions are not specific as 
to those properties that are alleged to be affected nor do appellant actually provide 
experimental evidence or data showing their particle size is critical or unexpected 
versus CN '903. Absent such evidence, the examiner is not persuaded by appellant's 
arguments. 

The appellant argues that while they may use comprising claim language (which 
thus makes calcium fluoride inclusive of their claimed invention) they allege that the 
total weight would exclude all other amounts. The examiner disagrees. "Comprising 
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leaves the claim open for the inclusion of unspecified ingredients even in major 
amounts" . Ex parte Davis et al. . 80 USPQ 448 (PTO Bd of App.1948). The total weight 
as provided can still be inclusive of calcium fluoride. 

The appellant did not traverse the examiner's official notice (conventionally 
known in the art MPEP 2144.03) and thus the examiner provided appellant with the 
basic teaching that their amount of tricalcium silicate and ratio of tricalcium 
silicate/tricalcium aluminate is conventional in the art. This insertion necessitated the 
new grounds of rejection clarifying his official notice regarding these amounts and 
ranges. The examiner's providing of evidence by the secondary references showing 
these amounts and ratios are old for Portland cement clinkers satisfies his evidence of 
support for official notice and also supports a showing of meeting the burden under 35 
USC 103 prima facie obviousness. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 

This examiner's answer contains a new ground of rejection set forth in section (9) 
above. Accordingly, appellant must within TWO MONTHS from the date of this answer 
exercise one of the following two options to avoid sua sponte dismissal of the appeal 
as to the claims subject to the new ground of rejection: 
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(1) Reopen prosecution. Request that prosecution be reopened before the 
primary examiner by filing a reply under 37 CFR 1.111 with or without amendment, 
affidavit or other evidence. Any amendment, affidavit or other evidence must be 
relevant to the new grounds of rejection. A request that complies with 37 CFR 
41.39(b)(1) will be entered and considered. Any request that prosecution be reopened 
will be treated as a request to withdraw the appeal. 

(2) Maintain appeal. Request that the appeal be maintained by filing a reply 
brief as set forth in 37 CFR 41 .41 . Such a reply brief must address each new ground of 
rejection as set forth in 37 CFR 41.37(c)(1)(vii) and should be in compliance with the 
other requirements of 37 CFR 41 .37(c). If a reply brief filed pursuant to 37 CFR 
41.39(b)(2) is accompanied by any amendment, affidavit or other evidence, it shall be 
treated as a request that prosecution be reopened before the primary examiner under 
37 CFR 41.39(b)(1). 

Extensions of time under 37 CFR 1.136(a) are not applicable to the TWO 
MONTH time period set forth above. See 37 CFR 1.136(b) for extensions of time to 
reply for patent applications and 37 CFR 1 .550(c) for extensions of time to reply for ex 
parte reexamination proceedings. 

Respectfully submitted, 




PAULMARCANTGNI 
PRIMARY EXAMINER 
6R0UP1100 
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A Technology Center Director or designee must personally approve the 
new ground(s) of rejection set forth in section (9) above by signing below: 



Conferees: 




PATRICK JOSEPH RYAN 
SUPERVISORY PATENT EXAMINER 

CHRIS FIORILLA 
SUPERVISORY PATENT EXAMINER 
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